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2. 



Written Description Requirement Rejection 



A. Current Rejection 

Examiner has rejected claims 3-6 and 16-22 under 35 U.S.C. 112, first paragraph, as 
allegedly "containing subject matter which was not described in the specification in such a way 
as to reasonably convey to one skilled in the relevant art... ." Office Action ^ 2. In support of the 
rejection Examiner asserts that "Considering claims 3-6 and 11-22, 1 no support is found for the 
claim combinations." Id. 

B. Response 

Applicant respectfully requests clarification of this rejection, or in the alternative and for 

the reasons stated below, that the rejection be withdrawn. As provided in the MPEP § 2163.04, 

the Examiner has the burden of explaining, in detail, why the claims do not meet the written 

description requirement: 

The examiner has the initial burden of presenting evidence or reasons why 
persons skilled in the art would not recognize in an applicant's disclosure a 
description of the invention defined by the claims. 541 F.2d at 265, 191 USPQ at 
98. (other citations omitted). 

Any time an examiner bases a rejection of a claim the examiner should 
(A) identify the claim limitation not described; and (B) provide reasons why 
persons skilled in the art at the time the application was filed would not have 
recognized the description of this limitation in the disclosure of the application as 
filed. A typical reason points out the differences between what is disclosed and 
what is claimed. 

MPEP § 2163.04. Applicant respectfully submits that the Examiner has not provided sufficient 
reasons for the rejection such that Applicant may respond. 

Further, Applicant would like to bring to Examiner's attention the fact that this 
same rejection was previously made, and in view of a detailed response, the Examiner 
withdrew this rejection. In particular, claims 3-6 and 16-22 were rejected under 35 U.S.C. § 
1 12, first paragraph, allegedly for lack of written description. (See Office Action dated 9/30/98, 
at U 4). Applicant submitted a detailed response which addressed the issues raised in the 
rejection (See Second Amendment dated 12/30/98). Subsequently, in light of the amendments 



1 Though the Examiner identified claims 11-22, it is presumed that Examiner meant to 
indicate claims 16-22. 
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and responsive remarks, Examiner Luther withdrew the 112 rejection. (See Office Action dated 
3/17/99 (asserting only a 103 rejection)). Accordingly, for the same reasons submitted by 
Applicant in its Second Amendment (dated 12/30/98), applicant requests that Examiner 
withdraw this 112 rejection. 

3. Enablement Requirement Rejection 

A. Current Rejection 

Examiner has rejected claims 3-6 and 11-12 2 under 35 U.S.C. 112, first paragraph, as 
allegedly "containing subject matter which was not described in the specification in such a way 
as to reasonably convey to enable one skilled in the art to which it pertains, or with which it is 
most nearly connected, to make and/or use the invention." Office Action ^ 3. In support of the 
rejection Examiner asserts that "Considering claims 3-6 and 11 -22 3 , it would appear that the 
ordinary artisan of 7/2/96 would have required undue experimentation for making and using the 
claimed invention. An explanation is required for demonstrating otherwise (supported by 
evidence when appropriate). See MPEP 2163+ " Id. 

B. Response 

Applicant respectfully requests clarification of this rejection, or in the alternative and for 
the reasons stated below, that the rejection be withdrawn. As provided in the MPEP § 2164.04, 
the Examiner has the burden of explaining, in detail, reasons why there is uncertainty as to 
enablement: 

In order to make [an enablement] rejection, the examiner has the initial 
burden to establish a reasonable basis to question the enablement provided for the 
claimed invention. In re Wright . 999 F.2d 1557, 1562, 27 USPQ2d 1510 ,1513 
(Fed. Cir. 1993) (examiner must provide a reasonable explanation as to why the 
scope of protection provided by a claim is not adequately enabled by the 
disclosure). A specification disclosure which contains a teaching of the manner 
and process of making and using an invention in terms which correspond in scope 
to those used in describing and defining the subject matter sought to be patented 
must be taken as being in compliance with the enablement requirement of 35 



2 Though the Examiner identified claims 11-12, it is presumed that Examiner meant to 
indicate claims 16-22. 
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